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 The decision 
  
The European Court decision in the 
reference from the French Google and 
Louis Vuitton case (which was joined 
with 2 other cases) was issued today. 
  
The Court has not agreed with 
the Advocate General’s opinion in this 
case which was issued in September 
2009. 
  
The Court held that Google does not 
use trade marks by merely offering an 
AdWords service, that it is an ISP in 
this simple role and will, therefore, 
only be liable if it does something else 
taking an active role giving it 
knowledge or control or, as an ISP if 
it does not take infringing sponsored 
links advertisements down 
expeditiously when it becomes aware 
of them.  
  
The Court said that the question of an 
advertiser infringing does not depend 
on whether the trade mark appears in 
the advertisement called up by use of 
the trade mark. Whilst choosing not 
to consider whether such 
advertisements are comparative 
advertisements (which are 

  
A trade mark owner is therefore 
entitled to prevent use in sponsored 
links advertisements if that use 
affects the functioning of the trade 
mark - which will happen if the 
consumer cannot tell if the 
advertisement comes from the trade 
mark owner or not (e.g. if the 
advertisement is misleading or 
vague). 
  
What does this mean? 
  
This appears to have created a 
strange new exception to the law on 
use of identical trade marks on 
identical goods or services - which 
received wisdom says does not need 
any kind of confusion.  
  
So it appears there is no black and 
white answer. Each factual situation 
must be assessed individually to see if 
the advertisement is unclear on the 
question as to whether or not it has 
been placed by the trade mark owner, 
to determine if the advertiser is liable 
for trade mark infringement. Also the 
facts must be assessed to see if 
Google has taken an active role or 
not, to determine if they are in the 
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permitted in certain circumstances) 
the Court said that using a mark 
identical to a trade mark in sponsored 
links advertisements which offer 
identical goods or services for which 
the mark is registered is deemed to 
be 'use' of the trade mark.  

clear. Inevitably there will be a lot of 
borderline cases which are arguable 
both ways. 
  
It appears that the practical 
consequence will just be numerous 
takedown notices to Google, and lots 
of takedowns.  Plus ça change!  

If you require further information please contact us 

 

  
  

palmer biggs legal 
Intellectual Property Specialists  
t: +44(0)1293 553000  
f: +44(0)1293 553001  
e: communications@pblegal.co.uk  
www.pblegal.co.uk  
Recommended by LEGAL 500 
  
  
NOTICE: The information contained in or attached to this email is confidential, and may be subject to legal 
privilege. If you are not the addressee or intended recipient of this email, please return it to the sender 
immediately and then delete all copies in your control; further, you must not copy, use, distribute or rely on 
the content of this email or its attachments. The security and technical reliability of the Internet and 
electronic communication cannot be guaranteed. We cannot accept liability for claims arising from electronic 
communication. Whilst we have virus screening software, we cannot accept liability for any loss or damage 
resulting from viruses. palmer biggs legal is a trading name of PB Legal Ltd, a company registered in England 
& Wales (Company no. 05981609). We use the word 'partner' to refer to a shareowner or director of the 
company. Regulated by the Solicitors Regulation Authority. Registered office: International House, 174 Three 
Bridges Road, Crawley, West Sussex RH10 1LE. 
   
 

  

  
 
 

http://www.pblegal.co.uk/�
mailto:communications@pblegal.co.uk
mailto:communications@pblegal.co.uk
mailto:ocommunications@pblegal.co.uk
http://www.pblegal.co.uk/

