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Taking on the giant 
 
This Brand Briefing has been kindly supplied by Melanie McGuirk of Pannone Corporate LLP 
 

 

Four companies which create and distribute successful consumer products, 
commonly called “as seen on TV” products, have joined together to sue the 
world’s largest internet-based retailer in relation to the “astronomical number” 
of counterfeit and infringing products they say are offered for sale and sold on 
the Amazon website “at a rampant rate”, potentially paving the way for others. 
 

Counterfeit and substitute selling – a summary of the problem 

Counterfeit and substitute selling on market place platforms such as Amazon involves online sellers 

“tagging onto” an existing advertisement or listing but then supplying a counterfeit or substitute product 

rather than the advertised product. The substitute seller takes advantage of the higher ranking of an 

established brand listing to sell counterfeit, generic or grey market products. Purchasers of an 

unauthorised or counterfeit version of a product will often leave bad reviews on the hijacked listing, 

thereby dragging down sales of the authentic versions of the product even further.  

 

What is the legal position? 

Brand owners have a range of legal claims available to them to enforce against substitute sellers. 

Substitute sellers use a brand owner’s listings, which include brand names, logos and imagery, to sell 

a different product from that advertised. In this way the sellers expose themselves (under English law) 

to a claim for passing off, as they misrepresent to shoppers that they are selling the branded product. 

In addition, many brand names are registered as trade marks. ‘Piggy backing’ onto branded listings 

that feature a brand owner’s trade mark in order to sell substitutes will amount to trade mark 

infringement. Claims of copyright infringement can also arise if copyright photographs appear in the 

body of the listing used by the substitute seller.  

 

Who does a brand owner take action against? 

Typically, brand owners will take enforcement action against the substitute sellers. Although brand 

owners will also generally notify Amazon of the infringements using its report facility, Amazon itself is 

very rarely threatened with legal action.  

In a decisive move, in All Star Marketing Group LLC et al –v- Amazon.com Inc (U.S. Dist.Ct.S.D.N.Y), 

no 16-09376, the plaintiffs have sued Amazon for trade mark and copyright infringement, passing off 

and unfair competition, contending that Amazon does not do enough to stop the number of 

counterfeiting and infringement products which are sold through the Amazon website.  

Brand owners such as NFL, Johnson & Johnson, Estée Lauder and Birkenstock have already banned 

the sale of their products on the Amazon website for this reason. The plaintiffs argue that despite 

Amazon’s anti-counterfeiting policy and its reporting system, a growing number of counterfeit and/or 
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infringing products are still being sold through the site. This is notwithstanding that the plaintiffs have 

collectively submitted thousands of listings using the Amazon reporting system. Similarly, the plaintiffs 

state that they have repeatedly informed their respective Amazon vendor managers that their listings 

have been hijacked by substitute sellers, many of who had won the “Buy Box” (the coveted top-rated 

seller position with the most prominent visibility which allows shoppers to purchase by adding the item 

to their basket with one click).  

The Plaintiffs contend that they do not permit any shipping of their “as seen on TV” products from 

outside the United States, whereas since October 2014 Amazon has allowed direct importation and 

drop-shipping from Chinese factories and wholesalers which previously had to count on middlemen for 

the delivery of product to Amazon fulfilment centres. The Plaintiffs point out that this step has been 

taken notwithstanding China being notorious for the sale of counterfeit and/or infringing products. 

 

The complaints as regards Amazon’s activities 

The Plaintiffs point out that Amazon offers a marketplace platform for over £2 million manufacturers, 

wholesalers and retailers worldwide to advertise and sell their wholesale and retail products to 

consumers. These account for over 40% of the total units sold on the Amazon website. Amazon then 

itself sources and purchases a wide range of products from manufacturers, wholesalers and brand 

owners pursuant to ‘vendor central agreements’, which it advertises and sells directly to consumers 

through the Amazon website. These are designated as “shipped from and sold by Amazon.com” in the 

product listings on the Amazon website.  

Amazon also offers the sellers in over a 100 countries its “fulfilment by Amazon” service, which 

includes services such as allowing sellers to store products in Amazon’s fulfilment centres and picking, 

packing, shipping and customer services by Amazon. These are designated as a “sold by [ ] and 

fulfilled by Amazon” on the product listings on the Amazon website.  

The Plaintiffs claim that, at September 2016, Amazon operated nearly 70 fulfilment centres in 21 

states. When retail products are being fulfilled by Amazon, they can be automatically co-mingled with 

an inventory of the same products from other sellers at fulfilment centres. Amazon can identify the 

original seller and source the owner of the products through barcodes applied to all products.  

When a shipment arrives at a fulfilment centre, the Plaintiffs contend that an Amazon representative 

scans the shipping label to confirm that the shipment is in the fulfilment tracking system and is in the 

correct centre. Next, each shipment is opened and verified to have a single scanable barcode. A 

valuation is then undertaken to check the items are not damaged. An Amazon representative performs 

a “six-sided check” of each product before packing each item for delivery. 

The Plaintiffs argue that, although Amazon’s sophisticated fulfilment inventory and tracking system 

allows it to identify sellers that have shipped counterfeit products, it has taken no action in respect of 

such sellers, such as terminating the relationship with Amazon. Further, Amazon is directly aware of 

counterfeits not least as a result of seizure notices identifying Amazon as the importer by US Customs 

and Border Protection who have seized counterfeit or infringing products. The Plaintiffs accordingly 

seek appropriate injunctions against Amazon and substantial damages from it. 

 

So what? 

Although this is not the first time a brand owner has sued Amazon, this is one of the few cases of 

consumer product brands doing so, potentially paving the way for other smaller brand owners to 

secure a more permanent remedy at source against counterfeiters and substitute sellers. Although it 

must be anticipated that the case will settle before it gets to trial and creates any sort of binding 

precedent, it may prompt Amazon to introduce more stringent and effective initiatives to support brand 

owners in their battle with counterfeiters and to be seen to be more co-operative in doing so. 

 

For more information, contact Melanie McGuirk at Pannone Corporate LLP. 

melanie.mcguirk@pannonecorporate.com or 0161 393 904. 

mailto:melanie.mcguirk@pannonecorporate.com

